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DETAILED ACTION 

1 This communication is in response to applicant's amendment to a first non-final 
office action, which was filed May 15, 2006. 

2 Amendments and arguments to claims 1-36 have been entered and made of 
record in the application of Sato et al., "Electronic device having touch sensor" filed on 
October 20, 2003. 

Claim 1 is amended. 

Claims 2-36 are the same as originally filed. 
Claims 1-36 are pending 

Response to Arguments 

3 Applicant's amendments and arguments to the rejected claims are insufficient to 
distinguish the claimed invention from the cited prior arts to overcome the rejection of 
said claims under 35 U.S.C 103(a) as discussed below. Applicant's amendments and 
arguments with respected to the pending claims 1-26, filed on April 28, 2006, have been 
fully considered but they are not persuasive for at least the following. 
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4 On page 10, Par 3-4 and all subsequent applicant's argument with respect to 
amended claim 1, as to the Suzuki failing to disclose, teach, or suggest all of the 
claimed limitations. 

5 Suzuki clearly shows that the electrode divided into a plurality of electrode 
elements (See figures 1-4). Suzuki also discloses detecting a plurality of operation 
states based on the outputs from the electrode elements (Page 2, Par. 0017 and 0018). 



Claim Rejections - 35 USC § 102 



6 The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) The invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 



7 The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
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Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e). 



8 Claim 1 is rejected under 35 U.S.C. 102(e) as being anticipated by US 
publication of Suzuki (20040043696). 

9 As to claim 1 , Suzuki discloses an electronic device comprising a casing and a 
touch sensor capable of detecting a human body approaching or touching the casing 
(Page 1, Par. 0006-0007; Items 10 of figure 1), wherein the touch sensor comprises an 
electrode of a predetermined area provided in an inner portion of the casing at a 
distance from an outer surface of the casing (Items 12 and 20 of figures 1 and2) and 
detecting means (Item 42 of figure 3) for detecting a change of capacitance from the 
electrode when the human body approaches or touches the outer surface of the casing 
(Pages 1-2, Par. 0013), the electrode is divided into a plurality of electrode elements 
(Item 12 of figure 1), wherein each electrode element being connected to the detection 
means (See figures 1-4), and a plurality of states of operation performed by an operator 
are detected on the basis of outputs from the electrode elements (Page 2, Par. 0017 
and 0018). 
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Rejections - 35 USC § 103 

10 The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject matter 
as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 

1 1 The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



12 Claims 2-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Suzuki in view of US patent of Griffiths et al. Montgomery et aL, (4,703,573) and further 
in view of US patent of Eichelberger et al., (4,145,748). 
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13 As to claim 2, the electronic device according to claim 1 , however, Suzuki does 
not expressly discloses a detecting means that includes clock signal generating means 
for generating a clock signal, delaying means for providing a delay in a rising edge of 
the clock signal according to the capacitance detected by the electrode when the 
human body approaches or touches the outer surface of the casing, means for 
generating a signal depending on an amount of the delay, with the clock signal not 
passing through the delaying means defined as a reference, and AID converting means 
for AID converting a signal depending on an amount of the change from analog to 
digital. In a similar field of endeavor, Montgomery et al., discloses an electronic device 
with a capacitive touch a detecting means (Col. 7. lines 22-29, 57-68; Item 30 of figures 
2 and 3) that incorporate clock signal generating means for generating a clock signal 
(Col. 16, lines 15-34; Item 342 of figure 16), and delaying means for providing a delay 
(Col. 8, lines 22-37; Col. 12, lines 28-37; Items 166 and 176 of figure 11). 

It would have been obvious, to one of ordinary skill in the art, at the time of the 
invention to modify the electronic device comprising a casing and a touch sensor 
capable of detecting a human body approaching or touching the casing of modify the 
Suzuki, by incorporating the electronic device with a capacitive touch switch and a 
detecting means with clock signal generating means and delaying means of 
Montgomery et al., in order to have an electronic device comprising a casing and a 
touch sensor capable of detecting a human body approaching or touching the casing 
that incorporate that includes clock signal generating means for generating a clock 
signal, delaying means for providing a delay in a rising edge of the clock signal 
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according to the capacitance detected by the electrode when the human body 
approaches or touches the outer surface of the casing, means for generating a signal 
depending on an amount of the delay, with the clock signal not passing through the 
delaying means defined as a reference, because Suzuki discloses an electronic device 
comprising a casing and a touch sensor capable of detecting a human body 
approaching or touching the casing and Montgomery et al., discloses an electronic 
device comprising a casing and a touch sensor capable of detecting a touch with the 
clock signal not passing through the delaying means defined as a reference to the 
counter and a means for generating a signal depending on an amount of the delay to 
control output of the electronic device. However, the combination of Suzuki and 
Montgomery et al., does not expressly disclose the electronic device further comprising 
A/D converting means for AID converting a signal depending on an amount of the 
change from analog to digital. In a similar field of endeavor, Self-optimizing touch pad 
sensor circuit comprising a plurality of capacitive touch pads using digital techniques 
Eichelberger et al., discloses A/D converter (Item 16 of figures 1 and 2). 

It would have been obvious, to one of ordinary skill in the art, at the time of the 
invention to modify the combination of Suzuki and Montgomery et al., by incorporating 
the A/D converter of Eichelberger et al., in order to have an electronic device comprising 
a casing and a touch sensor capable of detecting a human body approaching or 
touching the casing that incorporate that includes clock signal generating means for 
generating a clock signal, delaying means for providing a delay in a rising edge of the 
clock signal according to the capacitance detected by the electrode when the human 
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body approaches or touches the outer surface of the casing, means for generating a 
signal depending on an amount of the delay, with the clock signal not passing through 
the delaying means defined as a reference and A/D converting means for A/D 
converting a signal depending on an amount of the change from analog to digital, 
because the combination of Suzuki and Montgomery et al., disclose an electronic 
device comprising a casing and a touch sensor capable of detecting a human body 
approaching or touching the casing with the clock signal not passing through the 
delaying means defined as a reference to the counter and a means for generating a 
signal depending on an amount of the delay to control output of the electronic device 
and one skilled in the art would recognizes incorporating the A/D may improve the 
capacitive detection. 

14 As to claim 3, the electronic device according to claim 2, further, Suzuki discloses 
the detecting means detects a change of a facing area of the electrode and the human 
body (Page 3, Par. 0035; Items 98 and 100 of figure 5). 

15 As to claim 4, the electronic device according to claim 2, further, Suzuki discloses 
the detecting means detects an interval that the human body faces the electrode (Page 
1, Par. 0006; See figure 1). 

16 As to claim 5, the combination of Suzuki and Montgomery et al., disclose all 
aspects of the claimed invention as set forth in the rejection of claim 2 including a 
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plurality of the electrodes are provided (Item 12 of figure 1 of Suzuki), each electrode 
including the delaying means and the means for generating a signal depending on the 
amount of the delay of a signal passing through the corresponding delaying means, with 
a common clock signal as a reference (See figure 1 1 of Montgomery et al.). 

17 As to claim 6, the electronic device according to claim 1 , further, Sukuki discloses 
the electrodes are arranged along a shape of the outer surface so as to make each 
portion of the electrodes at equal distance from the outer surface of the casing (See 
figure 1 ). 

18 As to claim 7, the electronic device according to claim 1 , further, Suzuki discloses 
wherein the casing forms an appearance of a toy and the outer surface of the casing 
corresponding to a portion provided with the electrode is defined as a touch portion with 
the human body (See figure 1). 

19 As to claim 8, the electronic device according to claim 3, further, Suzuki discloses 
the detecting means detects an interval that the human body faces the electrode (Page 
1, Par. 0006). 

20 As to claims 9, 1 0 and 1 1 , the combination of Suzuki and Montgomery et al., 
disclose all aspects of the claimed invention as set forth in the rejection of claims 3, 4 
and 8 including a plurality of the electrodes are provided (Item 12 of figure 1 of Suzuki), 
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each electrode including the delaying means and the means for generating a signal 
depending on the amount of the delay of a signal passing through the corresponding 
delaying means, with a common clock signal as a reference (See figure 1 1 of 
Montgomery et al.). 

21 As to claims 12-19, the electronic device according to claims 2-5 and 8-1 1 , 
further, Sukuki discloses the electrodes are arranged along a shape of the outer surface 
so as to make each portion of the electrodes at equal distance from the outer surface of 
the casing (See figure 1 ). 

22 As to claims 20-36, the electronic device according to claims 2-6 and 8-19 
further, Suzuki discloses wherein the casing forms an appearance of a toy and the outer 
surface of the casing corresponding to a portion provided with the electrode is defined 
as a touch portion with the human body (See figure 1 ). 

Conclusion 

23 THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

24 Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sisay Yacob whose telephone number is (571 ) 272- 
8562. The examiner can normally be reached on Monday through Friday 8:00 AM - 
4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffery A. Hofsass can be reached on (571 ) 272-2981 . The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Sisay Yacob 
7/27/2006 




